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Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on 2/20/2009 has been entered. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

2. Claims 1-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over Flodin 
('441). 

3. This rejection has been previously set forth in paragraphs 2 and 3 of the office action 
mailed 1 1/21/2008 and is incorporated herein by reference. 

Response to Arguments 

4. Applicant's arguments filed 2/20/2009 with respect to the rejection of claims 1-20 have 
been considered but are not persuasive. 

5. As previously discussed in the advisory action mailed 3/9/2009 - applicants' reliance on 
the theoretical analysis of Flodin according to Flory is not persuasive because it has not been 
presented in a declaration, and therefore appears to be an unsubstantiated opinion. 
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6. However, if applicants submit a declaration explaining the merits of Flory, it should be 
noted that Flory is still not persuasive in overcoming the teachings of Flodin since Flory is drawn 
to condensation reactions of low molecular weight diols and dicarboxylic acids, not the 
diisocyanate and polyester diol of Flodin. Additionally, Flory provides no discussion regarding 
the effects of temperature and catalyst, which are relevant issues in the instant prima facie case 
of obviousness. Still, if applicants maintain the theoretical analysis is relevant, Flory holds no 
weight in overcoming the instant prima facie case of obviousness. 

7. The current rejection explains how example 4 of Flodin satisfies all of the claimed 
limitations except a reaction temperature of 60C. With this understanding, it was then discussed 
how it would be obvious to modify the reaction temperature of example 4 from 70-80C to 60C 
based on column 4 lines 35-45 of Flodin. Applicants have not set forth any data or experimental 
showings that a reaction temperature of 60C is unobvious for example 4. 

8. Instead applicants' theoretical comparatives are presented with the assumption that "all 
diisocyanate and all diol are mixed at once". This raises another deficiency in applicants' 
theoretical anaylsis of Flodin - it fails to provide a comparison with the closest prior art, i.e. the 
"dropwise" addition of polyesterdiol in example 4. 

9. Moreover, one of ordinary skill would reasonably expect dropwise addition of 
polyesterdiol in an excess of diisocyanate results in perfect-prepolymers. Dropwise introduction 
of polyesterdiol results in a relative "overload" of monomeric diisocyanate when compared to the 
newly introduced polyesterdiol - this increases the likelihood of diol + monomeric diisocyanate 
reaction. 
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10. Applicants also argue "it would have been further unobvious that a process of slow 
addition, drop by drop of diol to a bulk of diisocyanate at a temperature at or below 60C would 
give desired material properties with respect to toughness, elongation, and degradation". 
However, this position is not persuasive since it has not been supported by any type of 
experimental data, and instead is based on an unsubstantiated opinion which can not be 
substituted for fact. In re Pike et al., 84 USPQ; In re Renstrom, 81 USPQ 390. 

1 1 . Finally, because applicants in their discussion of Flory assumed "mixed at once" vs. the 
relied upon "dropwise" method, and Flory fails to discuss the reaction of diisocyanate + 
polyesterdiol, as well as reaction temperature, and catalyst - any theoretical analysis based on the 
teachings of Flory will be insufficient to overcome the current prima facie case of obviousness. 
Each of these factors need to be addressed before one can clearly establish the current case of 
prima facie obviousness has been overcome (emphasis added). 

Conclusion 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BENJAMIN J. GILLESPIE whose telephone number is 
(571)272-2472. The examiner can normally be reached on 8am-5:30pm. If attempts to reach the 
examiner by telephone are unsuccessful, the examiner's supervisor, Vasu Jagannathan can be 
reached on 571-272-1 1 19. The fax phone number for the organization where this application or 
proceeding is assigned is 571-273-8300. 

13. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
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applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Benjamin J Gillespie/ 
Examiner, Art Unit 1796 

/Vasu Jagannathan/ 

Supervisory Patent Examiner, Art Unit 1796 



